LAST CALL -

THE CANADIAN
TRADEMARK SYSTEM
WILL SOON UNDERGO
SIGNIFICANT CHANGES

ON JUNE 17, 2019, SUBSTANTIAL CHANGES TO THE CANADIAN TRADE-MARKS ACT WILL COME INTO
FORCE. THE IMPACT OF THESE CHANGES WILL BE SIGNIFICANT. THE FOLLOWING ARE SOME OF THE
MORE IMPORTANT CHANGES TO LOOK FOR IN THE COMING WEEKS:

- The definition of a trademark will be broadened to also include a “sign or combination of signs”
where “sign”can include a word, a personal name, a design, a letter, a numeral, a color, a figurative
element, a 3D shape, a hologram, a moving image, a mode of packaging, a sound, a scent, a taste,
a texture and the positioning of a sign.

- The application process will be simplified and more accessible due to the applicant no longer having
to provide a specific filing basis at the moment of filing, nor file a Declaration of Use for
applications filed on the basis of proposed use in Canada. It will therefore be possible to register a
trademark without ever having used the mark in Canada or abroad.

- Due to the adoption of the Nice Classification system, not only will goods and services continue
to have to be described in ordinary commercial terms according to current Canadian practice,
but they will also have to be grouped in accordance to the International Classification system.
In addition, a new per-class fee structure has been put into place whereby official fees for online
filings are CAD $330 for the first class, plus CAD $100 for each additional class.

- Trademark registrations will be valid for a period of 10 years instead of 15 years.

- When renewing registrations: i) it will be mandatory to classify the goods and services covered by
the registration in accordance to the Nice Classification prior to renewal, and ii) the renewal fees will
be based on a per-class fee structure, namely CAD $400 for the first class, plus CAD $125 for each
additional class.

- The Registrar will have the discretion to question the distinctiveness of an applied-for trademark
and to request evidence of distinctiveness at the time of filing. Evidence of acquired distinctiveness
may be required for trade marks consisting of, for instance, a 3D shape, mode of packaging, sound,
scent, taste, texture, any other prescribed sign.

It will be possible to divide an application into two or more applications during examination and
opposition to provide the ability to advance applications for certain goods and services, if others
remain challenged.

- The concept of “associated marks” will be abolished, leaving it up to trademark owners to ensure
that the transfer of one or more marks belonging to the same group of marks will not affect their
distinctive character.

Priority claims can be asserted from any prior application and not merely one filed by the applicant
in its country of origin.

- Canada will be adhering to the Madrid Protocol allowing trademark owners to apply for international
registrations in Member States of the Madrid Union through a centralized process. Canadian
applicants will be able to file an international application with the International Bureau of the World
Intellectual Property Organization designating several Member States and, in the same manner, the
Canadian Intellectual Property Office will accept international applications designating Canada.

THE FOLLOWING ARE SOME LAST-MINUTE TIPS YOU MAY WANT TO CONSIDER TAKING ADVANTAGE OF
PRIOR TO JUNE 17, 2019:

1. Early renewals. Renewals requested prior to June 17, 2019 will not be subject to the obligation for
classification and the fees will be lower (CAD $350 irrespective of the number of classes), keeping in
mind however that a trademark registration due for renewal after June 17, 2019 but renewed before
will only be renewed for a period of 10 years according to the new legislation (instead of 15 years).

2. Postponing deadlines for filing Declarations of Use. For applications for which the deadline to file a
Declaration of Use falls after the coming into force of the changes, it will no longer be necessary to
file the Declaration of Use to obtain the registration. Upon payment of the CAD $200 registration
fees, the registration will be granted for a period of 10 years.

It is undeniable that the changes are intended to make it easier for non-Canadians to file trademark
applications in Canada and vice versa. At the same time, the removal of the “use” requirement as part of
the application process requires trademark owners to be much more proactive and vigilant about
registering and enforcing their rights in Canada through the increased use of oppositions, litigation and
non-use cancellation actions. Full availability searches, early filings and monitoring services become much
more essential than they were to date and are strongly recommended.

For any questions or to discuss filing strategies in light of the changes, we invite you to contact our
ROBIC trademark professionals.



https://www.robic.ca/en/services/practice-area/trademarks/

