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When is a trade-mark clearly descriptive of the services associated with its use? 
When assessing the descriptiveness of a trade-mark, what consideration must be 
given to the “character or quality” of the service associated with its use? These were 
among some of the questions the Canadian Federal Court of Appeal had to grapple 
with in Ontario Teachers Pension Plan Board v. Canada (Attorney General) [2012 
FCA 60], which was rendered on February 21, 2012.  
 
This case does not revisit the test for descriptiveness of a mark in Canada, but may 
be of interest to those practitioners working in the field of trade-marks associated 
with financial services.  
 
 
Facts 
 
The Ontario Teachers’ Pension Fund is a huge financial player in Canada. The Fund 
manages the pension benefits of the province of Ontario’s 173,000 elementary and 
secondary school teachers and 11,000 pensioners. It does so very well, having net 
assets of $107.5 billion and repeatedly beating benchmark returns, at least by its 
own reckoning. Its investments and positions are market makers in Canada and 
touch on a variety of economic sectors including government and commercial paper, 
real estate, and some iconic Canadian companies such as Maple Leaf Sports & 
Entertainment Ltd., owners of the Toronto Raptors and Toronto Maple Leafs [Although 
one of the most popular and financially successful franchises in the National Hockey 
League, the Toronto Maple Leafs have not won a Stanley Cup since 1967.]. An 
enterprise of this stature will certainly try to protect its IP assets.     
 
On June 20, 2002 the Ontario Teachers’ Pension Fund Board (or simply “the Board”) 
filed an application to register the trade-mark TEACHERS’ used in association with 
the following services: “Administration of a pension plan, management and 
investment of a pension fund for teachers in Ontario.” An examiner’s report issued 
citing the mark as “either clearly descriptive or deceptively misdescriptive of the 
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character of the services in association with which it is intended to be used, since it 
clearly describes that it is a pension fund for teachers” and thus not registrable 
pursuant to s. 12(1)(b) of the Trade-marks Act.  
 
The Board fought this decision over many years until the Federal Court of Canada 
ultimately sided with the Registrar of Trade-Marks and held the mark to be clearly 
descriptive and thus unregistrable. The Board, as the appellants, appealed the 
Federal Court’s decision which led to the present judgment. 
 
 
Statutory Provisions 
 
The relevant provision of the Act reads as follows: 

12.  (1) Subject to section 13, a trade-mark is registrable if it is not 
[…] 
(b) whether depicted, written or sounded, either clearly descriptive or 
deceptively misdescriptive in the English or French language of the 
character or quality of the wares or services in association with which 
it is used or proposed to be used or of the conditions of or the 
persons employed in their production or of their place of origin; 

 
 
Decisions of the Registrar and the Federal Court  
 
The Registrar found that the trade-mark TEACHERS’ was clearly descriptive of the 
character or the services offered by the Board: “[T]he trade-mark was ‘an apt trade 
term for describing the intrinsic character of the administration, management and 
investment of a plan/fund for teachers and, as such, should be left available for 
others to use, since descriptive words are the property of all and cannot be 
appropriated by one person for their exclusive use’”. 
 
Upon appeal by the Board, Justice Mandamin of the Federal Court largely agreed 
with the Registrar. The Board produced additional evidence before the Federal Court 
that was not before the Registrar. The Federal Court therefore decided to reconsider 
the question of descriptiveness anew in light of this new evidence, rather than to 
simply perform a judicial review of the Registrar’s decision.  
 
Justice Mandamin then reviewed the applicable legal principles governing trade-
mark descriptiveness. First, the trade-mark must be considered in the context of the 
wares and services associated with the trade-mark. In the present case, the context 
was defined as follows:  

The applicant is the Ontario Teachers’ Pension Plan Board. Its staff 
is the financial managers who administer, manage and invest a very 
large pension fund, the pension fund of Ontario teachers. The 
Ontario teachers may be described as the possible end consumers of 
the financial services provided by the financial managers of the 
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Ontario Teachers’ Pension Plan Board.  The teachers of Ontario, 
working or retired, may also be described as the beneficial owners of 
the pension fund itself. In addition, the various enterprises which 
seek to have the pension funds invested in their ventures may also 
be described as possible consumers. 

 
Justice Mandamin then stated that the mark was not clearly descriptive “of the 
conditions of or the persons employed in the production of the services or their place 
of origin.” However, this did not preclude the mark from being clearly descriptive of 
the character or quality of the services associated with its use, as provided under  
s. 12(1)(b) of the Act. Justice Mandamin stated that the words “character or quality 
of the wares or service” were “meant to describe a distinguishing or prominent 
feature of the wares or services offered in association with the trade-mark.” He then 
stated that a trade-mark which “clearly describes a prominent characteristic of the 
wares of [sic] services will come within the prohibition against registration in 
paragraph 12(1)(b).”  
 
Justice Mandamin then assessed the initial impression given by the trade-mark in 
the mind of a reasonable person and in the context of the wares and services 
associated therewith. The impression of one who thinks of the term TEACHERS’ in 
the context of the “administration of a pension plan, management and investment of 
a pension fund for teachers in Ontario”, in the eyes of the Federal Court was as 
follows: “One would more readily think of whom the pension plan is for, in this case 
the teachers, rather than who the pension fund is administered by, the financial 
managers”. Therefore, as the word TEACHERS’ describes a prominent 
characteristic of the services provided – namely, who the services are for (i.e. 
teachers) - it is clearly descriptive.  
 
In light of his finding, the Federal Court upheld the Registrar’s decision, and 
dismissed the Board’s appeal. 
 
 
Judgement of the Federal Court of Appeal  
 
On appeal before the Court of Appeal, the Board essentially contested the finding of 
descriptiveness and argued that Justice Mandamin was inconsistent because he 
found the mark to be clearly descriptive under s. 12(1)(b), even though he concluded 
that it did not clearly describe the specific services associated with the mark.  
 
Justice Nadon, in writing for a unanimous majority of the Court of Appeal, did not 
agree. The Court of Appeal found no inconsistency in Justice Mandamin’s reasons: 

While it is true the Judge, at paragraph 41 of his Reasons, stated that 
he agreed with the appellant that the word TEACHERS’ did not 
clearly describe the services offered by the appellant, it cannot be 
said, as the appellant suggests, that this should have led the Judge 
to allow its appeal. When the Judge’s statement is read with the 
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paragraphs of his Reasons that follow, it becomes clear that he was 
not finding that the trade-mark was not “clearly descriptive” within the 
meaning of the Act.   
[…] 
Indeed, in the paragraphs following paragraph 41 of his Reasons, the 
Judge dealt with the question of whether the word TEACHERS’ was 
clearly descriptive of the character or quality of the services in 
association with which the trade-mark was used. In other words, his 
examination of the word TEACHERS’ related to the administration of 
a pension plan or pension fund led him to the conclusion that it 
clearly described the character of the services, i.e. a distinguishing or 
prominent feature of those services, thus preventing the trade-mark 
from becoming registrable. 

 
Justice Nadon therefore confirmed the approach taken by the Federal Court and its 
application of the appropriate legal test.  
 
Justice Nadon concluded that the impression made upon a reasonable person of the 
word TEACHERS’, in the context of the mark, would be that the Board “administers 
a pension plan for teachers and provides management and investment services for a 
pension fund for those teachers.” Thus the word TEACHERS’, when considered in 
association with the services provided by the Board, clearly describes a 
characteristic of these services, that is, that the services provided are for teachers. 
Consequently, the mark was held to be descriptive and the appeal was dismissed. 
 
 
Conclusion  
 
This decision of the Court of Appeal offers a useful summary of the proper legal test 
regarding descriptive trade-marks. Trade-mark practitioners should note the Federal 
Court’s conclusion that the expression “character or quality of the wares or service” 
in s. 12(1)(b) is “meant to describe a distinguishing or prominent feature of the wares 
or services offered in association with the trade-mark.” This test was confirmed by 
the Court of Appeal. In the financial sector, for example, this distinguishing or 
prominent feature of the services provided can include, as in the present case, the 
beneficiary of such services.  
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dans tous les domaines: brevets, dessins industriels et modèles utilitaires; marques 
de commerce, marques de certification et appellations d'origine; droits d'auteur, 
propriété littéraire et artistique, droits voisins et de l'artiste interprète; informatique, 
logiciels et circuits intégrés; biotechnologies, pharmaceutiques et obtentions 
végétales; secrets de commerce, know-howet concurrence; licences, franchises et 
transferts de technologies; commerce électronique, distribution et droit des affaires; 
marquage, publicité et étiquetage; poursuite, litige et arbitrage; vérification diligente 
et audit. ROBIC, a group of lawyers and of patent and trademark agents dedicated 
since 1892 to the protection and the valorization of all fields of intellectual property: 
patents, industrial designs and utility patents; trademarks, certification marks and 
indications of origin; copyright and entertainment law, artists and performers, 
neighbouring rights; computer, software and integrated circuits; biotechnologies, 
pharmaceuticals and plant breeders; trade secrets, know-how, competition and anti-
trust; licensing, franchising and technology transfers; e-commerce, distribution and 
business law; marketing, publicity and labelling; prosecution litigation and arbitration; 
due diligence.  
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