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The Canadian Intellectual Property Office (CIPO) has officially followed through on
contemplated changes that will now give rise to shortened time frames for responding
to examiner’s reports. On September 30th, 2009, CIPO had announced a consultation
period for its proposed Practice Notice concerning extensions of time in examination.
After consideration of all comments received during the consultation process held
throughout the month of October 2009, on January 11th, 2010, CIPO announced the
new Practice Notice entitled “Extensions of Time in Examination” was to take effect
as of March 11, 2010.
Responses to examiner’s reports are initially due within six months of the date of their
issuance (which is paper based and delivered by postal mail). Effective March 11th,
2010, CIPO will generally grant an applicant only one further justified extension of
time (beyond the initial six-month allotment) up to a maximum of six months to file a
response to an examiner’s report. It is unclear what will constitute a justifiable request
under these new rules. However, the Practice Notice does indicate that no requests
for any further extensions of time will generally be considered.
Upon the expiry of the twelve month period (calculated from the date of issuance of
the examiner’s report), further extensions of time may be granted only if the applicant
demonstrates exceptional circumstances justifying why it is not yet possible to file a
proper response to an outstanding examiner’s report. CIPO considers a proper
response as one wherein all objections/requests raised in the report have been
addressed, thereby putting an end to a common practice of filing partial responses
and requesting further extensions of time.
As for pending applications as of March 11, 2010 for which applicants have already
been granted an extension of time (beyond the initial automatic six month time frame
allotted starting from the date of issuance of the examiner’s report), CIPO intends for
the Practice Notice to have a retroactive effect. Therefore, in order to obtain a further
extension of time, an applicant should demonstrate exceptional circumstances.
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CIPO has provided an illustrative and seemingly non exhaustive list of examples of
what could constitute an exceptional circumstance that would justify a further
extension of time:
1. Recent change in Trade-mark Agent to allow the latter to become familiar with
the file.
2. Circumstances beyond the control of the person concerned such as illness,
accident, death, bankruptcy or other serious and unforeseen circumstances.
3. A very recent assignment of the trade-mark.
4. The copy of the registration certified by the office in which it was made has not
yet been issued since the foreign application has yet to proceed to registration.
5. The cited co-pending and confusing mark is possibly going to be abandoned
within the next two months or is subject to an opposition proceeding initiated
by the applicant.
6. The cited registered mark is subject to a Section 45 proceeding initiated by the
applicant.
7. The applicant is negotiating for a consent from the holder of an official mark.
Certain elements contained in this Practice Notice remain unclear: there is no
mention of what time frame CIPO considers as “recent” with respect to changes in
agent or “very recent” concerning an assignment of the mark. It is also uncertain if
CIPO will require “proof” of negotiations between an applicant and the holder of an
official mark.
If at the expiry of this twelve month period, the applicant fails to file a response that
covers all objections raised by an examiner and CIPO considers the reasons put forth
in an extension of time request do not justify a further extension, the applicant will be
considered in default in the prosecution of its application, triggering the issuance of a
Notice of Default.
By limiting the number of obtainable extensions of time, this change is consistent with
other recent changes that CIPO has introduced in an attempt to streamline matters
related to opposition proceedings and summary expungement proceedings. However,
as per some of the uncertainties pointed out above, this new Practice Notice may
raise more issues than it answers. Nevertheless, only time will tell if CIPO’s
implementation of these new measures will result in the more effective prosecution of
applications in Canada or if the intended remedy will instead give rise to other
setbacks.
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ROBIC, un groupe d'avocats et d'agents de brevets et de marques de commerce
voué depuis 1892 à la protection et à la valorisation de la propriété intellectuelle dans
tous les domaines: brevets, dessins industriels et modèles utilitaires; marques de
commerce, marques de certification et appellations d'origine; droits d'auteur,
propriété littéraire et artistique, droits voisins et de l'artiste interprète; informatique,
logiciels et circuits intégrés; biotechnologies, pharmaceutiques et obtentions
végétales; secrets de commerce, know-howet concurrence; licences, franchises et
transferts de technologies; commerce électronique, distribution et droit des affaires;
marquage, publicité et étiquetage; poursuite, litige et arbitrage; vérification diligente
et audit. ROBIC, a group of lawyers and of patent and trademark agents dedicated
since 1892 to the protection and the valorization of all fields of intellectual property:
patents, industrial designs and utility patents; trademarks, certification marks and
indications of origin; copyright and entertainment law, artists and performers,
neighbouring rights; computer, software and integrated circuits; biotechnologies,
pharmaceuticals and plant breeders; trade secrets, know-how, competition and antitrust; licensing, franchising and technology transfers; e-commerce, distribution and
business law; marketing, publicity and labelling; prosecution litigation and arbitration;
due diligence.
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