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The Federal Court of Appeal recently dismissed an appeal of a decision of
the Federal Court relating to the disclosure by Internet Service Providers (ISPs)
of the identity Internet users who had downloaded and made available an
important number of copyrighted music files. Both instances agreed that the
ISPs had presented insufficient and inadequate evidence. However, the
Court of Appeal held that the principles relating to Equitable Bills of Discovery
were applicable in a case as this and therefore, ISPs could be compelled to
disclose the identity of their customers. [BMG Canada Inc. v. Jane Doe, 2005
FCA 193 , Richard, Noël, Sexton JJ.A., May 19, 2005]

THE FACTS
Several well-known music providers and copyright owners were attempting
to uncover the identity of 29 Internet users who had downloaded and made
available through a peer-to-peer (P2P) file sharing program over 29,000
copyrighted songs. The identity of the music providers was of course
necessary for a copyright infringement action to be initiated by the music
providers. The ISPs had previously refused to voluntarily disclose any
information concerning their customers. The music providers therefore
petitioned the Federal Court for an order compelling the ISPs to disclose the
names of the 29 customers who had allegedly committed acts of copyright
infringement.

Lawyer, the author is a member of LEGER ROBIC RICHARD, L.L.P., a multidisciplinary firm of
lawyers, and patent and trademark agents. Published in the May 2005 issue of the WIPR.
Publication 142.176.
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THE FEDERAL COURT JUDGEMENT
The Federal Court Judge seized of the Plaintiffs’ motion ruled that the
procedure relating to the discovery of third party documents, (Rule 233
Federal Courts Rules), did not apply in this particular case because the
documents that Plaintiffs sought to obtain, i.e. the identity of the 29
customers, did not already exist as the ISPs would have to create a list of their
customers from their logs and tapes. However, the Judge confirmed that the
proper way to bring such a motion for disclosure was through a combined
application of the procedural rules relating to the oral discovery of third
parties, (Rule 238 Federal Courts Rules), and the principles relating to
Equitable Bills of Discovery1.
The Motions Judge formulated the following legal test:

“Equitable Bill of Discovery Requirements
(a)
(b)

(c)
(d)

(e)

the applicant must establish a prima facie case against the unknown
alleged wrongdoer;
the person from whom discovery is sought must be in some way
involved in the matter under dispute, he must be more than an
innocent bystander;
the person from whom discovery is sought must be the only practical
source of information available to the applicants;
the person from whom discovery is sought must be reasonably
compensated for his expenses arising out of compliance with the
discovery order in addition to his legal costs;
the public interests in favour of disclosure must outweigh the legitimate
privacy concerns.”

The Federal Court concluded that in light of the evidence adduced before it
that:
(a)
(b)
(c)

the Plaintiffs had not established a prima facie case of infringement;
the affidavits filed in support of the motion constituted hearsay
evidence and were therefore unreliable;
the Plaintiffs did not satisfy the Court that there was no other reliable
source of information concerning the identity of the Internet users;
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(d)
(e)

ISPs would have needed to be compensated if the Motion had been
granted; and
in any event, and relying on the provisions of the Personal Information
Protection and Electronic Documents Act, 2000, c. 5 (PIPEDA), the
privacy interests of the Internet users outweighed the public interest
concerns in favour of disclosure.

THE FEDERAL COURT OF APPEAL JUDGEMENT
The Federal Court of Appeal agreed that the affidavit evidence submitted
by the Plaintiffs was insufficient and therefore that Motions Judge had not
committed any overriding and palpable error in his assessment of the facts.
On this ground alone, the Court would have dismissed the appeal. However,
since the Judge had gone over and beyond discussing simple procedural
and evidentiary issues, the Court proceeded to review the other grounds of
the Federal Court judgement.
The Federal Court of Appeal agreed with the Motions Judge’s enunciation of
the requirements for an Equitable Bills of Discovery, except for the first
criterion, namely that the Plaintiffs were required to make out a prima facie
case of copyright infringement. The Court of Appeal stated that the proper
test was whether the Plaintiffs had a bona fide case against the Internet
users. Having reviewed the case law emanating from various provincial
jurisdictions in relation to Equitable Bills of Discovery, the Court of Appeal
ruled that a prima facie requirement was too onerous of a burden for the
Plaintiffs at this early stage of the proceedings, as they are still in the midst of
building up their case. The Plaintiffs needed to show only that they intend to
bring an action for infringement of copyright based on, amongst others, the
evidence they would obtain from the ISPs and that the information will not be
used for any improper purpose. Since the affidavit evidence of the Plaintiffs
was deemed unreliable from the outset, the Federal Court of Appeal
maintained that that the Plaintiffs had not met the lower threshold of a bona
fide case of copyright infringement against the Internet users.
The Federal Court of Appeal also admonished the Motions Judge for having
reached a conclusion of copyright infringement most likely due to the his
(incorrect) requirement that the Plaintiffs make out a prima facie case of
infringement. In the Court’s view, the Motions Judge should not have made
this finding since it could potentially be damaging to the parties if a trial were
to take place in the future and moreover, the Motions Judge had
inadequate evidence and was not seized of the merits of the case.
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The Court of Appeal went on to give examples of where the Motions Judge
had erred in his finding of copyright infringement:
1) the Judge had ruled that under section 80(1) Copyright Act, (R.S.C. 1985
c. C-42), reproduction of a music work for private use does not amount to
infringement. However, the Federal Court of Appeal noted that the
learned Motions Judge had failed to consider the possibility where a
defence of private use is not available, such as when a musical recording
is reproduced for sale, rental, distribution, communication by
telecommunication or performance to the public;
2) the Judge did not consider whether the requirements for a defence of
private use were in fact satisfied in this case;
3) the Judge prematurely ruled that there was no authorisation by the
Internet users for others to download the music files which were available
on-line. However, the Court of Appeal noted that making the music files
available on the Internet in and of itself may constitute authorisation since
the files are readily available to be communicated and copied by others;
4) the Judge found that there had been no distribution pursuant to the
Copyright Act, since distribution requires a “positive” action. The Federal
Court of Appeal noted that the Copyright Act is silent as to whether or not
distribution requires a positive action on the part of the infringer;
5) the Judge found no evidence of secondary infringement pursuant to
section 27(2) Copyright Act as he deemed that there was no evidence
that the Internet users knew that they were infringing the Plaintiffs’
copyrights. However, the Court of Appeal pointed out that secondary
infringement occurs if the infringers knew “or should have known” that
their actions constituted copyright infringement.
The Federal Court of Appeal therefore reiterated that, at this early stage of
the proceedings, there could be no finding of infringement. The Court
therefore dismissed the appeal, without prejudice to the Plaintiffs’ right to
commence a further application for disclosure of the identity of the Internet
users.

CONCLUSION
This case is prime example of the new challenges facing the Courts in
dealing with the protection of both intellectual property rights and the rights
of persons to privacy in this new era of Internet communications and
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technology.
Intellectual property laws are required to protect the
promulgation of ideas; if intellectual property rights are not enforced, there is
a reduced incentive for innovators to express themselves freely and to make
their expression of ideas public. On the other hand, privacy concerns must
be addressed since the investigation of the identity of persons suspected of
infringing intellectual property rights may lead to the disclosure of private
information concerning innocent bystanders. There must therefore be
safeguards in these types of proceedings so that the rights of the persons
under investigation will be invaded in a minimal way.
If the music providers are eventually successful in their quest to obtain the
identity of Internet users suspected of breaching copyright laws, this will send
a strong message to all Internet users of the responsibility, care and caution
we must all take in using this new communications tool.
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ROBIC, un groupe d'avocats et d'agents de brevets et de marques de
commerce voué depuis 1892 à la protection et à la valorisation de la
propriété intellectuelle dans tous les domaines: brevets, dessins industriels et
modèles utilitaires; marques de commerce, marques de certification et
appellations d'origine; droits d'auteur, propriété littéraire et artistique, droits
voisins et de l'artiste interprète; informatique, logiciels et circuits intégrés;
biotechnologies, pharmaceutiques et obtentions végétales; secrets de
commerce, know-howet concurrence; licences, franchises et transferts de
technologies; commerce électronique, distribution et droit des affaires;
marquage, publicité et étiquetage; poursuite, litige et arbitrage; vérification
diligente et audit. ROBIC, a group of lawyers and of patent and trademark
agents dedicated since 1892 to the protection and the valorization of all
fields of intellectual property: patents, industrial designs and utility patents;
trademarks, certification marks and indications of origin; copyright and
entertainment law, artists and performers, neighbouring rights; computer,
software and integrated circuits; biotechnologies, pharmaceuticals and
plant breeders; trade secrets, know-how, competition and anti-trust;
licensing, franchising and technology transfers; e-commerce, distribution and
business law; marketing, publicity and labelling; prosecution litigation and
arbitration; due diligence.
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