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In a recent case involving a dispute between cancer fundraising organisations, the
Federal Court of Canada dismissed an application for judicial review of a TMOB
decision (Trade-marks Opposition Board) after declining to consider an argument
raised for the first time by the applicant on judicial review. In an interesting twist of
events, the applicant did not take issue with the Opposition Board’s finding of
confusion between her trade-mark F CANCER & design and the opponent’s
unregistered marks “F CANCER”, F*CANCER and F---CANCER. Instead, the
applicant invited the Court to consider her argument that the Opposition Board erred
in recognising the opponent’s common law rights to marks using the word “FUCK”
which is obscene and therefore prohibited by the Canadian Trade-marks Act (Yael
Cohen v. Susan Fiedler Incorporated, 2014 FC 967, Mactavish, J. October 14, 2014).

Facts
Following her battle with non-Hodgkins lymphoma, the respondent Ms. Fiedler began
making bracelets in May 2008 inscribed with the slogan FUCK CANCER and variants
thereof. She used a portion of the profits to fundraise for charitable cancer
organisations. Her cancer awareness and fundraising efforts had garnered media
attention and with the support of celebrity ambassadors such as Sarah McLaughlin
and the Barenaked Ladies, she had raised over $100,000 for cancer related charities.
On March 8, 2010 the applicant, Ms. Yael Cohen, filed an application for the following
trade mark:

The trade-mark F CANCER & design was filed on the basis of use since September
28, 2009 in association with t-shirts and the operation of a charitable foundation
concerned with the detection and prevention of cancer. Ms. Yael’s inspiration was her
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mother who was battling breast cancer. Profits from the sale of t-shirts which bear the
mark F CANCER & design were donated to the applicant’s charitable foundations.

TMOB decision
The applicant argued that Ms. Fiedler’s use of the F CANCER expression did not
amount to trade-mark use but merely a slogan that was not a source identifier. The
TMOB rejected the applicant’s submissions. While the F CANCER marks
communicate a message of standing up to cancer with a sort of rally cry, this did not
preclude the marks from also serving as source identifiers. Having decided the
opponent used its marks as trade-marks, the TMOB proceeded to assess the criteria
for confusion.
The TMOB stated that the opponent had established prior rights in Canada, the
parties’ marks shared a significant degree of similarity in sound, appearance and
ideas suggested, the parties’ services were identical and their goods were both
personal items relating to fashion. Therefore, the TMOB refused the F CANCER &
design application on grounds of confusion.

Judicial review of the TMOB decision before the Federal Court
In its application for judicial review, the applicant’s grounds for raised a new issue:
that the opponent had no enforceable common law rights to marks using the word
“FUCK” which are prohibited by the Canadian Trade-marks Act. In that regard,
paragraph 9(1)(j) of Canada’s Trade-marks Act bars the registration of trademarks
that are considered “scandalous, obscene or immoral”.
There is scarcely any case law in Canada that touches on the interpretation of the
“scandalous, obscene or immoral” bar to registration. However, this issue was not
debated because the Court refused to consider the applicant’s section 9 argument on
the ground that it raised a new question that should have been raised before the
TMOB, the expert tribunal charged by Parliament with the authority to decide on such
issues. In so doing, the Court acted well within its discretion since a party does not
have the right to require the Court to consider an argument raised for the first time on
judicial review.
As for the applicant’s position before the Federal Court, it appears to be somewhat
counter-intuitive: had the Court sided with the section 9 argument, it would have been
fatal to her own application for registration of the mark F CANCER & design.
However, by seeking an order from the Court that recognized the phrase “FUCK
CANCER” and variations thereof are prohibited marks to which no one may claim
enforceable rights, whether registered or unregistered, the applicant sought to secure
her right to freely continue to use her F CANCER & design trade-mark. The collateral
purpose of her application had not flown under the Court’s radar.
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Noteworthy, the Court underlined that its refusal to entertain Ms. Cohen’s new
argument would not grant the opponent enforceable trade-mark rights to which it was
not otherwise lawfully entitled. The Court also mentioned the even if paragraph 9(1)(j)
of the Trade-marks Act does potentially call into question the enforceability of the
opponent’s ‘FUCK CANCER’ mark, it does not necessarily follow that its ‘F CANCER’,
‘F* CANCER’, and ‘F--- CANCER’ marks are also unenforceable.
In its final comments, the Court noted that had it accepted the applicant’s section 9
argument, it would have led to the conclusion that her own F CANCER & design mark
was not registrable.
The Court therefore agreed with the opponent that for the applicant to argue that the
trade-mark she herself applied to register is scandalous, obscene and/or immoral only
after she had been unsuccessful in the opposition proceedings justified an elevated
award of costs of $5,000.

Conclusion
This case serves as a worthy reminder of the deference accorded by the Courts to
administrative tribunals entrusted with the determination of particular issues,
especially in cases where new issues are raised for the first time before the Courts in
absence of valid reasons. By the same token, it also indirectly raises interesting
questions as to the enforceability of marks which may be considered offensive.
Clarification on these questions may not be forthcoming as Ms. Fiedler reportedly
lacks funds to enforce her trade-mark. To the best of the author’s knowledge, the
parties have yet to find a way to settle their issues which seems disheartening for two
cancer fundraising organisations.
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