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The Federal Court of Appeal has just rendered its decision 1 concerning
Amazon.com’s "one-click" online ordering technology. This decision comes just
months after the Patent Office issued its practice notice in response to the Federal
Court's ruling, a little over one year ago.
This decision will undoubtedly leave many unsatisfied, as the Court referred the case
back to the Commissioner for review in accordance with the principles established in
the decision. Thus, although the court is generally in agreement with the analysis
performed by Judge Phelan last year, in this case, it has ruled that the lack of expert
evidence did not permit it to make an informed interpretation of the claims (referred to
as "claim construction").
Among the more interesting points of this ruling, the Federal Court of Appeal has
confirmed that Canadian case law did not expressly exclude business methods as
patentable subject matter in Canada, and also objected to the requirement, originally
formulated by the Commissioner at the time, that the invention be "scientific" or
"technological" in nature to be considered a patentable art. The rejection of the "form
and substance" approach for determining the patentability of claimed subject matter
was also confirmed.
In addition, the Federal Court of Appeal also supported the Federal Court's use of the
test 2 set out in the Progressive Games 3 case, for the determination of what
constitutes a patentable "art".
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For an art to be patentable:
(i)
it must not be a disembodied idea but must have a method of practical application;
(ii)
it must be a new and inventive method of applying skill and knowledge; and
(iii)
it must have a commercially useful result
3
Progressive Games Inc. v. Canada (Commissioner of Patents), 177 F.T.R. 241 (F.C.T.D.), aff'd
(2000), 9 C.P.R. (4th) 479 (F.C.A.)
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The main areas where the Federal Court of Appeal disagrees with the trial judge
concern, on the one hand, the distinction to be made between patentable and
unpatentable business methods in Canada, and on the other, the definition of what
constitutes a "change of character or condition of a physical object" in the context of
the practical application criterion in the above-mentioned test.
The Federal Court of Appeal disavows the interpretation given by the Federal Court
to the effect that a business method, which in itself is an abstract idea, can become
patentable simply because it has a practical application. To support this argument,
the Federal Court of Appeal points out that in light of the Schlumberger4 decision, the
mere fact of using a computer to perform a mathematical formula in order to give it a
practical application would not render the method patentable. The Federal Court of
Appeal, however, refused to comment as to whether Amazon's "one-click" technology
is simply an algorithm or not.
Furthermore, the Federal Court of Appeal states that insofar as the Federal Court
implies that the requirement of "change of character or condition of a physical object"
may be satisfied by the fact that the claimed invention has a practical application, this
interpretation must be rejected. However, the Federal Court of Appeal shows a
willingness to see its understanding of the physicality requirement evolve with
advances in knowledge.
In light of these teachings, the Federal Court of Appeal ultimately concluded that the
patentability of the pending claims of this application depend on the claim
construction, and that in this case, expert evidence is required to properly understand
the manner in which computers are used to put an abstract idea to use.
The decision of the Federal Court of Appeal thus provides some clarification on the
criteria for determining whether a software-related innovation should be considered
as patentable in Canada. However, the refusal of the Court to rule on the
interpretation to be given to the currently pending claims for the "one-click" method
and system still leaves room for doubt on the boundaries defining patentable subject
matter of innovations in the technological arts.
The parties have 60 days after the date of the judgment of November 24, 2011, if
they wish to file a petition for leave to appeal this decision to the Supreme Court of
Canada.

4

Schlumberger Canada Ltd. v. Canada (Commissioner of Patents), (1981) 56 C.P.R. (2d) 204
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la protection et à la valorisation de la propriété intellectuelle dans tous les domaines: brevets, dessins
industriels et modèles utilitaires; marques de commerce, marques de certification et appellations
d'origine; droits d'auteur, propriété littéraire et artistique, droits voisins et de l'artiste interprète;
informatique, logiciels et circuits intégrés; biotechnologies, pharmaceutiques et obtentions végétales;
secrets de commerce, know-howet concurrence; licences, franchises et transferts de technologies;
commerce électronique, distribution et droit des affaires; marquage, publicité et étiquetage; poursuite,
litige et arbitrage; vérification diligente et audit. ROBIC, a group of lawyers and of patent and
trademark agents dedicated since 1892 to the protection and the valorization of all fields of intellectual
property: patents, industrial designs and utility patents; trademarks, certification marks and indications
of origin; copyright and entertainment law, artists and performers, neighbouring rights; computer,
software and integrated circuits; biotechnologies, pharmaceuticals and plant breeders; trade secrets,
know-how, competition and anti-trust; licensing, franchising and technology transfers; e-commerce,
distribution and business law; marketing, publicity and labelling; prosecution litigation and arbitration;
due diligence.
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