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On October 14, 2010, the Federal Court of Canada issued its decision in the 
Amazon.com case related to its online “one-click” technology. The Federal Court 
overturned a previous decision by the Commissioner of Patents confirming the 
analysis of the Patent Appeal Board reviewing the final rejection issued by the 
Examiner in charge, and stated that Amazon.com’s patent application constitutes 
statutory subject matter in accordance with the Patent Act. 
 
This case will have important repercussions, especially with respect to the 
patentability of business methods in Canada. The Federal Court rejected the 
Commissioner’s position that business methods constituted non-statutory subject 
matter. The Commissioner’s initial opinion was based on her interpretation of 
Canadian and foreign case law. However, the Federal Court indicated that claims 
relating to business methods must be "assessed pursuant to the general categories 
in s. 2 of the Patent Act", and that creating a business method exception, as 
proposed by the Commissioner, constituted a “radical departure” from the current 
regime. According to the Court, such a departure should warrant parliamentary 
intervention.  
 
In the decision under appeal, the Commissioner had presented new reasoning in 
order to assess the patentability of business methods. This reasoning included, 
among other things, a need to take into account the form and the substance of the 
claims, the "form" of the claim referring to the text defining the scope of the invention 
in a patent application and the "substance" of the claim referring to an understanding 
of the nature of the claimed invention and a determination of what has been added 
to human knowledge. The Commissioner also proposed that the invention should 
carry out a change in the nature or state of a material object and have a "technical" 
or "technological" character in order to receive patent protection.  
 
In addition to the rejection of the exception related to the patentability of business 
methods, the Federal Court’s decision also overturns the above-cited conclusions 
made by the Commissioner. The Court stated that the interpretation of the scope of 
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claims in accordance with an analysis of the "form and substance" of the claims, 
which allowed the Commissioner to separate the claims into their novel and 
previously known elements in order to assess patentability, was not correct. This 
method of analysis deemed to be outdated by the Court, had been rejected by the 
Supreme Court in infringement matters because it resulted in uncertainties resulting 
from the subjective analysis of the substance of the claims. Although the Federal 
Court recognized that, in the present case, the Commissioner attempted to limit the 
analysis to the patentability of claims, it was of the opinion that a return to the “form 
and substance” analysis was not appropriate no matter what the context was.  
 
The Court also mentioned that the definition of “art”, as stated by the Commissioner, 
was too restrictive in that it required (1) a change in the nature or state of a physical 
object and (2) that it addressed knowledge that was scientific or technological in 
nature. The Federal Court reiterated the test defined in the Progressive Games, Inc. 
v. Canada (Commissioner of Patents) [http://decisions.fct-cf.gc.ca/en/1999/t-439-
98_5918/t-439-98.html ](upheld in appeal) confirmed decision which is formulated 
as follows:  
i) it must not be a disembodied idea but have a method of practical application;  
ii) it must be a new and inventive method of applying skill and knowledge; and  
iii) it must have a commercially useful result.  
 
The Court also indicated that the practical application requirement must "take into 
account a wider definition of physical, “change in character or condition” or the 
concrete embodiment of an idea". 
 
Additionally, the Court indicated that the new requirement introduced by the 
Commissioner, asking that an invention be “technical” or “technological” in nature, in 
order to constitute patentable subject matter, was not supported by Canadian case 
law. The Commissioner did not have the power to institute such a requirement.  
 
After establishing these principles, the Court proceeded with a new analysis of the 
pending claims. The Court concluded that the system claims were related to a 
patentable machine (a computer) used to implement an online “one click” ordering 
process.  
 
Regarding the process claims, the Court stated that the claimed process used 
stored information and software “cookies” in order to allow clients to order articles in 
one click and that the new knowledge added was not simply a scheme, a plan or a 
disembodied idea. In the Court’s own words, the invention is related to a “practical 
application of the one-click concept, put into action through the use of cookies, 
computers, the internet and the customer’s own action”.  
 
It remains to be seen whether the Commissioner will appeal this decision to the 
Federal Court of Appeal. It will also be interesting to see what will happen to the 
chapters of the Manual of Patent Office Practice that were modified in view of the 
Commissioner’s initial opinion, including Chapter 16 
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[http://www.opic.ic.gc.ca/eic/site/cipointernet-
internetopic.nsf/eng/h_wr00030.html#oct1_2] on Computer-Implemented Inventions. 
The revised chapter which used extensively the “form and substance” approach and 
the "technical" or "technological" character analysis was published in early October 
2010. This approach, that has been now overturned by the Federal Court, has 
already been used by Canadian examiners in office actions issued in the last few 
months.  
 
The decision is available here 
[http://www.canlii.org/en/ca/fct/doc/2010/2010fc1011/2010fc1011.html]. 
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voué depuis 1892 à la protection et à la valorisation de la propriété intellectuelle dans 
tous les domaines: brevets, dessins industriels et modèles utilitaires; marques de 
commerce, marques de certification et appellations d'origine; droits d'auteur, 
propriété littéraire et artistique, droits voisins et de l'artiste interprète; informatique, 
logiciels et circuits intégrés; biotechnologies, pharmaceutiques et obtentions 
végétales; secrets de commerce, know-howet concurrence; licences, franchises et 
transferts de technologies; commerce électronique, distribution et droit des affaires; 
marquage, publicité et étiquetage; poursuite, litige et arbitrage; vérification diligente 
et audit. ROBIC, a group of lawyers and of patent and trademark agents dedicated 
since 1892 to the protection and the valorization of all fields of intellectual property: 
patents, industrial designs and utility patents; trademarks, certification marks and 
indications of origin; copyright and entertainment law, artists and performers, 
neighbouring rights; computer, software and integrated circuits; biotechnologies, 
pharmaceuticals and plant breeders; trade secrets, know-how, competition and anti-
trust; licensing, franchising and technology transfers; e-commerce, distribution and 
business law; marketing, publicity and labelling; prosecution litigation and arbitration; 
due diligence.  
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