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In a recent judgment KSR v. Teleflex published April 30, 2007, the US Supreme
Court has attempted to settle a long-lasting debate on the criteria of inventiveness or
non-obviousness applicable to patents. The basic criteria to establish the patentability
of an invention are novelty, non-obviousness (or inventiveness) and usefulness. In
this decision, the Supreme Court analysed this second criteria.
Even though Canada, the United-States and Europe each have their own criteria and
specific judicial tests to evaluate the inventiveness of an invention, this decision from
the US is important as a majority of patent application filings around the world are
made in that country and, consequently, a majority of patent applications are drafted
and address the particularities of patent prosecution in the US.
This decision analyses an invention in the automobile industry, which was a new
combination of two known technologies. Consequently, the criteria of novelty and
usefulness were met by this invention. The defendant accused of patent infringement
in this case argued that the patented invention was invalid because of obviousness in
view of the prior art known in the field of the invention.
Prior to this decision, the Court of Appeals of the Federal Circuit in the United States
had established a strict test by which, in order to establish the obviousness of an
invention, one had to find an explicit "teaching, suggestion or motivation" for a person
versed in the art of the technology in order to combine two distinct documents of prior
art.
The US Supreme Court do not reject this test from the Court of Appeals, but
nevertheless distanced itself from a strict interpretation of this test and thus
incorporated a common sense approach in its analysis, in order to establish that the
invention was an obvious combination of known technologies and therefore nonpatentable.
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Therefore, with regards to the prosecution of presently pending patent applications, it
could become more difficult to circumvent certain examiners objections in Office
Actions with respect to obviousness, especially if the concerned invention is a
combination of already-known technologies. Similarly, it is possible that the validity of
several issued patents could eventually be attacked for lack of inventiveness in future
patent infringement cases.
In parallel to this, following publication of the decision, the US Patent Office
distributed a memo to its examiners reiterating the arguments that examiners must
present when objecting to an application based on obviousness.
See the reasons of the Supreme Court on
http://www.supremecourtus.gov/opinions/06pdf/04-1350.pdf
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ROBIC, un groupe d'avocats et d'agents de brevets et de marques de
commerce voué depuis 1892 à la protection et à la valorisation de la
propriété intellectuelle dans tous les domaines: brevets, dessins industriels et
modèles utilitaires; marques de commerce, marques de certification et
appellations d'origine; droits d'auteur, propriété littéraire et artistique, droits
voisins et de l'artiste interprète; informatique, logiciels et circuits intégrés;
biotechnologies, pharmaceutiques et obtentions végétales; secrets de
commerce, know-howet concurrence; licences, franchises et transferts de
technologies; commerce électronique, distribution et droit des affaires;
marquage, publicité et étiquetage; poursuite, litige et arbitrage; vérification
diligente et audit. ROBIC, a group of lawyers and of patent and trademark
agents dedicated since 1892 to the protection and the valorization of all
fields of intellectual property: patents, industrial designs and utility patents;
trademarks, certification marks and indications of origin; copyright and
entertainment law, artists and performers, neighbouring rights; computer,
software and integrated circuits; biotechnologies, pharmaceuticals and plant
breeders; trade secrets, know-how, competition and anti-trust; licensing,
franchising and technology transfers; e-commerce, distribution and business
law; marketing, publicity and labelling; prosecution litigation and arbitration;
due diligence.
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