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The Federal Court of Canada has recently rejected a request for judicial
review in appeal of a decision by the Commissioner of Patents that had
declared a patent owned by the pharmaceutical company F. Hoffman-La
Roche AG (hereafter “Hoffman-La Roche”) lapsed for cause of non-payment
of the regulatory maintenance fees within the time limits. F. Hoffman-La
Roche AG v. Canada (Commissioner of Patents) [2003 C.F. 1381 (November
25, 2003, Justice O’Reilly)] illustrates how strictly Canadian courts have
applied the law which unfortunately leaves little opening for a party to
correct an error or a default in the payment of a patent maintenance fee.
This tendency of the Courts can be highlighted when put in contrast with
American case law which is more favorable towards a faulty party in a similar
situation. However, this clemency is only possible because the U.S. statute on
patents is more flexible and is drafted so as to allow the correction of faulty
payments in many specific cases where a party acts in good faith.
Hoffman-La Roche was the owner of Canadian patent number 1,291,429
issued initially in 1991. In 1995, Hoffman-La Roche submitted to the
Commissioner of Patents a request for re-issuance of this patent. Accordingly,
in 1998, this request was accepted and the patent was reissued with a new
number (1,340,121).
However, Hoffman-La Roche incorrectly considered that its reissued patent
had a status similar to that of a new patent. Section 46 of the Patent Act
creates an obligation for the patent owner to pay periodical fees. In the case
of a new patent issued with regards to an application filed before October 1,
1989, no fees are payable on the first anniversary of issuance of the patent.
Consequently, the first fee becomes due on the second anniversary and has
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to be paid each following year. The Rules provide fee increases on the fifth,
tenth and fifteenth anniversaries of the issuance of the patent. In the case of
a reissued patent, the payment of the fees is computed from the date of
issuance of the original patent and not from the date of the re-issuance of the
patent, such as claimed by Hoffman-La Roche. If a fee is not paid within the
prescribed time limit, the owner of a patent benefits from a one year grace
period to honour its late payment, to which the Office will add a surtax.
Furthermore, in such a situation, the Patent Office usually informs the patent
owner of the non-payment of the fees and sends a notice to this effect.
Unfortunately, in Hoffman-La Roche’s case, the notice was not sent within the
time limit which would have allowed it to correct its missed payment. More
precisely, the Commissioner of Patents waited two years after the date on
which the first payment was due to inform Hoffman-La Roche that its patent
had lapsed for cause of non-payment of the annual fees. Thus, Hoffman-La
Roche and the Commissioner of Patents had both erred in this case.
The Court did not find any ambiguity in the Patent Act which would have
made it possible to interpret its provisions in favour of Hoffman-La Roche,
allowing it to correct its missed payment. In the absence of any flexibility in
the interpretation of the Act, Hoffman-La Roche tried to overcome this strict
interpretation of the Court by proposing the application of certain common
law principles. Thus, Hoffman-La Roche submitted as arguments the principles
of natural justice, equity, legitimate confidence and estoppel, but they were
all rejected by the Court. The Court held that the Commissioner of Patents
does not have any obligation to send notices informing patent owners of their
non-payment of annual maintenance fees. The law is clear on this issue, and
the Court cannot circumvent its application.
The situation is different under U.S. law: A party can restore its patent within
the two years following the six month grace period if it can prove that the
delay was involuntary, or at any time following the grace period if it can show
that the delay was inevitable (see 35 U.S.C. § 41 (c) (1)). The burden of proof
to restore the patent increases with time, in accordance with the presumed
date of abandonment of the patent. After two years, it is not sufficient for the
party who has not abandoned its patent intentionally to prove its good faith.
It must prove that appropriate measures were taken by it to ensure the
payment of the fees before the expiration of the time limit.
The following example is similar to the Hoffman-La Roche case and
demonstrates how a U.S. Court came to a different conclusion under similar
circumstances because U.S. law is more flexible towards a party who has
omitted to pay its patent maintenance fees. The Court’s decision in Laerdal
Medical Corp. v. Ambu Inc. 4 USPC (2d) 1140 (February 14, 1995, U.S.D.C.
Maryland] dealt with litigation between two companies related to the
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infringement of a medical instrument. In this case, the patent owner’s
representatives made an administrative error which caused the first payment
of the re-issued patent to be incorrectly indexed for 1990. This incorrect due
date had been calculated from the date of the re-issuance of the patent
and not from date of issuance of the original patent. Following the reception
of the late payment, the Patent Office of the United States refused to cash
the payment, stating that the patent had lapsed. After submitting two
petitions, the Patent Office eventually reinstated the patent. The Court then
refused Ambu Inc.’s request to revise the Patent Office’s decision.
Therefore, even though the patent owner had less favourable arguments in
the Laerdal case than in the Hoffman-La Roche case to justify its nonpayment, the patent in the U.S. case was reinstated. Such an interpretation of
involuntary and inevitable delays does not exist in Canadian Law.
Consequently, Canadian Courts are obliged to interpret the Patent Act
strictly. Unfortunately, even though we sympathize with Hoffman-La Roche’s
situation, we believe that it will have great difficulty in convincing Canadian
Courts to decide in its favour without a legislative amendment. Nevertheless,
Hoffman-La Roche has decided to appeal the Federal Court of Canada’s
decision. Further developments in this case will be closely followed…
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ROBIC, un groupe d'avocats et d'agents de brevets et de marques de
commerce voué depuis 1892 à la protection et à la valorisation de la
propriété intellectuelle dans tous les domaines: brevets, dessins industriels et
modèles utilitaires; marques de commerce, marques de certification et
appellations d'origine; droits d'auteur, propriété littéraire et artistique, droits
voisins et de l'artiste interprète; informatique, logiciels et circuits intégrés;
biotechnologies, pharmaceutiques et obtentions végétales; secrets de
commerce, know-how et concurrence; licences, franchises et transferts de
technologies; commerce électronique, distribution et droit des affaires;
marquage, publicité et étiquetage; poursuite, litige et arbitrage; vérification
diligente et audit; et ce, tant au Canada qu'ailleurs dans le monde. La
maîtrise des intangibles. ROBIC, a group of lawyers and of patent and
trademark agents dedicated since 1892 to the protection and the
valorization of all fields of intellectual property: patents, industrial designs and
utility patents; trademarks, certification marks and indications of origin;
copyright and entertainment law, artists and performers, neighbouring rights;
computer,
software
and
integrated
circuits;
biotechnologies,
pharmaceuticals and plant breeders; trade secrets, know-how, competition
and anti-trust; licensing, franchising and technology transfers; e-commerce,
distribution and business law; marketing, publicity and labelling; prosecution
litigation and arbitration; due diligence; in Canada and throughout the
world. Ideas live here.
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