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In Canada, as in a majority of countries around the world, a patent can be
issued for an invention as long as the said invention is novel, inventive and
useful. However, an invention will not be considered novel if it has previously
been made available to the public before a certain date. This raises the
following question: Does the simple sale or use in public of an invention
automatically destroy its novelty? If not, what are the criteria or principles to
determine whether or not there has been a disclosure. The Federal Court of
Canada rendered an important, long-awaited decision relating to patents on
April 29, 2002, in the case of Baker Petrolite Corp. c. Canwell Enviro-Industries
Ltd. [2002] CarswellNat 1209, 2002 FCA 158, 17 C.P.R. (4th) 478, 211 D.L.R. (4th)
696. This decision provides us with guiding principles to address the
anticipation issue pursuant to paragraph 28.2 (1)a) of the Patent Act. The
Federal Court has, in rendering this decision, filled the legal gap that was
created with the coming into force of the new Patent Act in 1989.
This legal gap resulted from the fact that the Patent Act in force prior to 1989
specifically provided under paragraph 27(1)c) that anticipation could be
established by the public use or sale of the invention. The only evidence
required under the old Act to prove anticipation was that there had been a
public use or sale of the invention more than two years before the filing of a
corresponding patent application, and this, even if the invention was not
thereby disclosed. The new Patent Act enacted in 1989 did not however
reproduce paragraph 27(1)c) as it was found in the old Act. Hence, the new
Act modified the state of the law and raised the standard of proof on the
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person alleging anticipation based on prior use or sale.
therefore of particular importance for the world of patents.

This decision is

The decision addressed the validity of Canadian patent 2,005,946 belonging
to Petrolite and directed at a method for removing hydrogen sulfide, a
poisonous substance, from natural gas. This method, sometimes referred to as
the “sweetening” of sour gas, made use of a chemical product called
“triazine” formed by the reaction of monoethanolamine (MEA) and
formaldehyde.
The applicant had sold this chemical product before a certain relevant date.
The main issue on appeal was the following: Whether the sale had destroyed
the novelty of the invention and as a result invalidated the patent in question.
The Court deduced the following eight principles inspired from United
Kingdom and European jurisprudence dealing with the question of
anticipation in the context of disclosure by prior use or sale. To destroy
novelty, the prior sale or use must:
1.
2.
3.
4.

5.
6.
7.
8.

make available to the public the information which describes the
invention,
amount to an “enabling disclosure”,
in the case of a chemical product, allow for the analysis and
discovery of its composition or internal structure,
allow for the analysis by a person skilled in the art, without the
exercise of inventive skill, in accordance with known analytical
techniques available at the relevant time (this principle must be
applied consistently with the principles established in Beloit v. Valmet
(1986) 8 C.P.R. (3d) 289), and
be sold to someone who is a member of the public and free to use it
as she or he pleases; but
it is not necessary to demonstrate that the analysis was actually
conducted or that it could have been conducted,
the complexity of work, the amount of time and work involved in
conducting the analysis is not determinative, and
it is not necessary that the product that is the subject of the analysis
be capable of exact reproduction.

The Court specified however that these principles are not intended to be
exhaustive and do not alter the principles as set out in Beloit v. Valmet, or Free
World Trust v. Electro Santé Inc. [2000] 2 R.C.S. 1024 (S.C.C.).
Applying the above principles to the facts of the case at hand, the Court
found the patent to be invalid based on the finding that the respondent
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Canwell had shown that the invention had been made available to the
public pursuant to section 28.2 of the new Act. The Court explained that the
burden of proof rests with the person claiming anticipation by disclosure
through prior sale and is limited to showing that the analysis of the product by
reverse engineering is possible. The Court also specified that it was not
necessary to show that a particular purchaser did or would have conducted
an analysis of the product. The question is thus, whether a person skilled in the
art correctly using data and methodology available at the relevant time,
would be led to the claimed invention without the use or application of
inventive skill.
Thus, this decision provides good answers to many legitimate questions
regarding not only the interpretation to be given to subsection 28.2(1) of the
new Act but also, the test for anticipation in the case of a prior use or sale. The
eight principles reported above will certainly be very useful in the resolution of
present and future disputes concerning disclosures ensuing from public uses or
sales.
It is clear from this decision that there will be loss of novelty if it is possible to
analyse a product that was sold to the public using reverse engineering and
that, even if that said public consists of only one person. We therefore
recommend generally to our clients to file a patent application before
disclosing an invention, even though the disclosure is made to only one
member of the public. If you have any questions or require any other
information regarding this topic, please communicate with Nathalie Jodoin or
any other patent agent of our firm.
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ROBIC, un groupe d'avocats et d'agents de brevets et de marques de
commerce voué depuis 1892 à la protection et à la valorisation de la
propriété intellectuelle dans tous les domaines: brevets, dessins industriels et
modèles utilitaires; marques de commerce, marques de certification et
appellations d'origine; droits d'auteur, propriété littéraire et artistique, droits
voisins et de l'artiste interprète; informatique, logiciels et circuits intégrés;
biotechnologies, pharmaceutiques et obtentions végétales; secrets de
commerce, know-how et concurrence; licences, franchises et transferts de
technologies; commerce électronique, distribution et droit des affaires;
marquage, publicité et étiquetage; poursuite, litige et arbitrage; vérification
diligente et audit; et ce, tant au Canada qu'ailleurs dans le monde. La
maîtrise des intangibles. ROBIC, a group of lawyers and of patent and
trademark agents dedicated since 1892 to the protection and the
valorization of all fields of intellectual property: patents, industrial designs and
utility patents; trademarks, certification marks and indications of origin;
copyright and entertainment law, artists and performers, neighbouring rights;
computer,
software
and
integrated
circuits;
biotechnologies,
pharmaceuticals and plant breeders; trade secrets, know-how, competition
and anti-trust; licensing, franchising and technology transfers; e-commerce,
distribution and business law; marketing, publicity and labelling; prosecution
litigation and arbitration; due diligence; in Canada and throughout the world.
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